REMARKS 

Claims 1, 3, 4, 6-8, 11-14, 16, 17, and 19-29 are pending and are rejected. Applicants 
retain the Examiner's paragraph numbering for convenience. 

Claims 1 , 20, 22, 28, and 29 are amended. Claims 28 and 29 are amended to correct the 
claim descriptors, retaining the previous amendments. 
CLAIM REJECTIONS - OBVIOUS TYPE DOUBLE PATENTING 

5. Claims 1, 3, 4, 6-8, 11-14, 16, 17, and 19-29 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as unpatentable over claims 1-20 of 
copending Application No. 11/779,088. 

Upon allowance of the 1 1/779,088 application, Applicants will file a Terminal Disclaimer 
to overcome the obviousness-type double patenting rejection. 
CLAIM REJECTIONS UNDER 35 U.S.C. §112 

7. Claims 20-22 and 24 are rejected under 35 U.S.C. §1 12 U 2 as indefinite. Applicant 
respectfully disagrees. 

Claims 20-22: The Examiner states the claims as written are ambiguous because they 
depend on canceled claim 18. Claim 20 is amended to overcome the rejection. 

Claim 22: The Examiner states the claim as written is ambiguous because it should 
depend from claim 8 which is directed to an optical imaging method. Claim 22 is amended to 
overcome the rejection. 

Claim 24: The Examiner states the claim as written is ambiguous, noting in particular that 
it is unclear whether or not Applicant actually intended to insert the term 'further' before the term 
'comprising' in line 3. Applicants respectfully disagree. The non-optical contrast agent 
composition further comprises the compound of claim 1 which is a cyanine dye optical contrast 
agent (see p. 14 lines 15-22). Thus, a non-optical and/or optical procedure can be performed 
using the composition. 

For at least the above reasons, Applicants assert the rejections are overcome and 
respectfully request their withdrawal. 
CLAIM REJECTIONS UNDER 35 U.S.C. §102 

9. Claims 1, 3, 6, and 27-29 are rejected under 35 U.S.C. §1 02(b) as anticipated by Lee WO 
96/00902. The Examiner finds that the first structure at Lee p. 13 fulfills the requirements of 
Applicants' invention. Lee discloses -(CH 2 ) 5 COOH at both Y 6 and Z 6 of Applicants' structure. 
Amended claim 1 is now limited to recite that Y 6 and Z 6 must be different if one of them is 
-(CH 2 ) d C0 2 T; for example, if Y 6 is -(CH 2 ) d C0 2 T, then Z 6 cannot be -(CH 2 ) d C0 2 T. Applicants thus 
assert that Lee does not disclose the claimed composition and request that the rejection be 
withdrawn. 
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10. Claims 1 and 29 are rejected under 35 U.S.C. §1 02(b) as anticipated by Tolmachev. The 
Examiner finds that compounds X [sic XX] and XIX at Tolmachev p. 154 fulfills the requirements 
of Applicants' invention. Tolmachev discloses C 2 H 5 (alkyl) at both Y 6 and Z 6 of Applicants' 
structure. Amended claim 1 is now limited to recite that Y 6 and Z 6 must be different is one of 
them is alkyl; for example, if Y 6 is alkyl, then Z 6 cannot be alkyl. Applicants thus assert that 
Tolmachev does not disclose the claimed composition and request that the rejection be 
withdrawn. 

11. Claims 1 and 29 are rejected under 35 U.S.C. §1 02(b) as anticipated by Slominskii vol. 46. 
The Examiner finds that compounds XII and SC at Slominskii p. 62 fulfills the requirements of 
Applicants' invention. Slominskii discloses C 2 H 5 (alkyl) at both Y 6 and Z 6 of Applicants' structure. 
Amended claim 1 is now limited to recite that Y 6 and Z 6 must be different if one of them is alkyl; 
for example, if Y 6 is alkyl, then Z 6 cannot be alkyl. Applicants thus assert that Slominskii vol. 46 
does not disclose the claimed composition and request that the rejection be withdrawn. 

12. Claims 1, 3, and 29 are rejected under 35 U.S.C. §1 02(b) as anticipated by Narayanan. The 
Examiner finds that compound 5h at Narayanan p. 2392 fulfills the requirements of Applicants' 
invention. Narayanan discloses C 2 H 5 (alkyl) at both Y 6 and Z 6 of Applicants' structure. Amended 
claim 1 is now limited to recite that Y 6 and Z 6 must be different if one of them is alkyl; for example, 
if Y 6 is alkyl, then Z 6 cannot be alkyl. Applicants thus assert that Narayanan does not disclose 
the claimed composition and request that the rejection be withdrawn. 

13. Claims 1 and 27-29 are rejected under 35 U.S.C. §1 02(b) as anticipated by Shiratsuchi EP 
924,724. The Examiner finds that compound 34 at Shiratsuchi p. 13 fulfills the requirements of 
Applicants' invention. Shiratsuchi discloses -(CH 2 ) 5 COOH at both Y 6 and Z 6 positions of 
Applicants' structure. Amended claim 1 is now limited to recite that Y 6 and Z 6 must be different if 
one of them is -(CH 2 ) d C0 2 T; for example, if Y 6 is -(CH 2 ) d C0 2 T, then Z 6 cannot be -(CH 2 ) d C0 2 T. 
Applicants thus assert that Narayanan does not disclose the claimed composition and request 
that the rejection be withdrawn. 

14. Claims 1 and 29 are rejected under 35 U.S.C. §102(b) as anticipated by Slominskii vol 40. 
The Examiner finds that compounds X and XI at Slominskii p. 627 fulfills the requirements of 
Applicants' invention. Slominskii discloses C 2 H 5 (alkyl) at both Y 6 and Z 6 of Applicants' structure. 
Amended claim 1 is now limited to recite that Y 6 and Z 6 must be different if one of them is alkyl; 
for example, if Y 6 is alkyl, then Z 6 cannot be alkyl. Applicants thus assert that Slominskii vol. 40 
does not disclose the claimed composition and request that the rejection be withdrawn. 
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CONCLUSION 

The application is believed to be in condition for allowance with no fees due. If fees are 

deemed necessary, the Office is authorized to charge them to Deposit Account No. 20-0809. The 

Examiner is invited to contact Applicants' undersigned representative with questions. 

Respectfully submitted, 

/Beverly A. Lyman/ 

Beverly A. Lyman, Ph.D. 
Reg. No. 41,961 

Thompson Hine, LLP 
312 Walnut Street 
14th Floor 

Cincinnati OH 45202 
Direct Dial 513 352 6596 
Receptionist 513 352 6700 
Facsimile 513 241 4771 
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